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DETAILED ACTION 

Claims 25-52 are pending in the instant application. 

Amendments 

The amendment filed on June 28, 2007 has been acknowledged and has been 
entered into the application file. Claims 49-52 are grouped with Applicant's election and 
are withdrawn in part under 37 CFR 1 .142(b) as being drawn to a non-elected invention. 

Information Disclosure Statement 

The Information Disclosure Statement filed on June 28, 2007 has been 
considered fully by the Examiner. 

Previous Claim Objections 

Claims 25-35 were previously objected to for containing elected and non-elected 
subject matter. The non-elected subject matter has not been cancelled, and the 
objection stands. 

Previous Claim Rejections - 35 USC §112 

Claims 25-26, 32, and 35 were previously rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Applicant has amended the claims to overcome the ambiguities with the M^-O-H 
limitation, and therefore the rejection is withdrawn for claims 26, 32, and 35. However, 
it cannot be seen from the examples that Rf can be attached to either carbon of the 
double bond as argued by the Applicant. Therefore, the rejection must stand for claim 
25. 
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Previous Claim Rejections - 35 USC § 102 

Claims 25-35 were previously rejected under 35 U.S.C. 102(b) as being 
anticipated by Lewis et al. (Journal of the American Chemical Society, 1968, 662-668). 

Applicant has not traversed the rejection therefore the rejection is maintained. 
Previous Claim Rejections - 35 USC § 103 

Claims 25-35 were previously rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lewis et al. (Journal of the American Chemical Society, 1968, 662- 
668). 

Applicant has traversed the rejection on the grounds that the prior art is very old, 
that the reference teaches away from acetate instead of trifluoroacetate, and that Lewis 
et al. does not have the same motivation as the Applicant. 

The Examiner disagrees. First of all, the age of a reference has no bearing as to 
its applicability as art. Secondly, the reference does not teach away as it shows acetate 
compounds undergoing the rearrangement, yet having a lower susceptibility than the 
trifluoroacetate species. A proper defense of teaching away would show that either the 
combination does not work or that the combination is extremely unsuitable. This is not 
the case in that of trifluoroacetate is not even two-fold larger than that or acetate. 
Additionally, it can be seen as a desireable result to have a compound that is less 
susceptible to rearrangement as stated by the Examiner in the previous action. 
Therefore, Lewis et al. does not teach away from acetate. Finally, after the decision of 
KSR International Co. v. Teleflex Inc. (82 USPQ2d 1385), the court stated that, "The 
Circuit first erred in holding that courts and patent examiners should look only to the 
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problem the patentee was trying to solve. Under the correct analysis, any need or 
problem known in the field and addressed by the patent can provide a reason for 
combining the elements in the manner claimed." Therefore, the motivation need not be 
the same as the Applicant's in their inventive process in order to render the invention 
obvious. The rejection is maintained. 

Previous Double Patenting Rejections 
Claims 25-35 were previously provisionally rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claims 1, 4-6, 8-14, and 17 of copending 
Application No. 10/740,802. The copending application has been abandoned and is no 
longer copending. The provisional rejection is withdrawn. 

Claim Objections 

Claims 25-35 and 49-52 are objected to for containing elected and non-elected 
subject matter. The elected subject matter have been identified in the previous action. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 25 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 25 recites Rf to be a radical carrying a perfluoromethylene group, which 
group provides the link with the remainder of the molecule. It is not known what the 
metes and bounds of Rf is as the definition of the "link with the remainder of the 
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molecule" cannot be found within the specification. Applicant may point out to the 
Examiner what is meant by the "link with the remainder of the molecule" from within the 
specification to assist in overcoming this rejection. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 25-35 and 49-52rejected under 35 U.S.C. 102(b) as being anticipated by 
Lewis et al. (Journal of the American Chemical Society, 1968, 662-668). 
The instant application is drawn to compounds of the formula 

FN R3 

R1 > O— V 

where: Rf is trifluoromethyl; R1 and R3 are hydrogen; and *V 
with the connecting oxygen is acetate or trifluoroacetate. 

Lewis et al. teach a compound as described above where Rf is trifluoromethyl; 
R1 and R3 are hydrogen; and V with the connecting oxygen is trifluoroacetate. See 
page 662, Table l } Compound V. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 25-35 and 49-52 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lewis et al. (Journal of the American Chemical Society, 1968 , 662-668). 
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The instant application is drawn to compounds of the formula 



Rf. 




R3 



R1 



where: Rf is trifluoromethyl; R1 and R3 are hydrogen; and V 



with the connecting oxygen is acetate or trifluoroacetate. 

Determination of the scope and content of the prior art (MPEP §2141.01) 
Lewis et al. teach a compound as described above where Rf is trifluoromethyl; 

R1 and R3 are hydrogen; and W with the connecting oxygen is trifluoroacetate. See 

page 662, Table I, Compound V. 

Ascertainment of the difference between the prior art and the claims (MPEP 

§2141.02) 

Lewis et al. do not teach the compound with Rf being trifluoromethyl and 4* with 
the connecting oxygen is acetate. 

Finding of prima facie obviousness-rational and motivation (MPEP §2142-2413) 

Lewis et al. teach various other compounds where with the connecting oxygen 
is acetate. See page 662, Table I, Compounds VII-XI, XVI, and XVII. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to take the compound of Lewis et al. with W with 
the connecting oxygen is trifluoroacetate and replace the trifluoroacetate for acetate and 
make the claimed invention with a reasonable expectation of success. The motivation 
to do so is provided by Lewis et al. Lewis et al. teach that the acetate compounds are 
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more stable than the trifluoroacetate compounds and are less susceptible to 
rearrangment. See page 664. 

Thus, the claimed invention as a whole was prima facie obviousness over the 
combined teachings of the prior art. 

Conclusion 

Claims 25-35 and 49-52 are rejected. Claims 25-35 and 49-52 are objected to. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Kosack whose telephone number is (571)-272- 
5575. The examiner can normally be reached on M-F 6:30 A.M. until 4:00 P.M. The 
examiner has every other Friday off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph M £ Kane can be reached on (571)-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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